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- ThB MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period wilt apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communicatlon(s) filed on . 

2a)n This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Clalm(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) M Claim(s) 1-20 is/are rejected. 

Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) S The drawing(s) filed on 31 October 2003 is/are: b)M accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con'ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) IE Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)n Some * 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) CH Interview Sunnmary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review {PTO-948) Paper No(s)/Mail Date. . 

3) 13 Information Disclosure Statement(s) (PT0.1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 20031031 . 6) □ Other: . 



U.S. Patent and Trademartc Office 
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Office Action Summary 



Part of Paper No./Mail Date 20050627 
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FIRST OFFICE ACTION 



Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S. C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

2. The "INFORMATION DISCLOSURE STATEMENT" filed with this appKcation has 
been considered. An initialed form PTO-1449 is enclosed with this First Office Action. 

Drawings 

3. There are no objections to the drawings filed with this application. 

Claim Objections 

4. Claims 3 and 8 are objected to because of the following informalities: The unit "„m" for 
the depth of the surface layer should be corrected (e.g. claim 3, line 2; claim 8, hne 2) 
Appropriate correction is requested. 



Claim Rejections - 35 USC§103 
5. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



6. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tadauchi 
(Japanese publication 2002-283093). 

7. Tadauchi '093 discloses a lead- free joining material con5)rising a tin alloy containing 
betv^een 3-12 wt.% zinc and further containing 1-3 wt.% bismuth (e.g. see paragraphs [0010], 
[0015]-[0016]; Figure 1). The soUdified spherical particles of this composition result in 
concentration zones of alloy constituents (e.g. see paragraph [0025]; Figure 3). The particles are 
mixed with a flux and a solder paste is created (e.g. see paragraph [0026]) and applied to a 
substrate and reflowed (e.g. see paragraph [0028]). Tadauchi '093 may differ from the pending 
claims in that Tadauchi '093 may iiot describe the surface layer as having a depth of 2 ^m, may 
not describe the concentration of bismuth in the solid-solution phase in a range of 0.6 to 4.0 wt.% 
and a needle crystal dispersed in the soUd-solution phase including zinc as a main con^onent. A 
review of applicant's disclosure, however, shows that the surface layer, concentration of bismuth 
and the needle crystals are a result of using the composition of Tadauchi '093 when soUdifying 
the tin-zinc-bismuth alloy into particles. Although Tadauchi '093 does not describe these 
features of the particles, they would nonetheless be present in the particles of Tadauchi '093. 
Patent and Trademark Office can require applicants to prove that prior art products do not 
necessarily or inherently possess characteristics of claimed products where claimed and prior art 
products are identical or substantially identical, or are produced by identical or substantially 
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identical processes; burden of proof is on applicants where rejection based on inherency under 35 
U.S.C. § 102 or on prima facie obviousness under 35 U.S.C. § 103, jointly or alternatively, and 
Patent and Trademark Office's inability to manufacture products or to obtain and compare prior 
art products evidences fairness of this rejection, In re Best, Bolton, and ShaWy 195 USPQ 431 
(CCPA 1977). The fact that appUcant has closely observed the tin-zinc alloy particles and 
described their microstructure in more detail than Tadauchi '093, does not differentiate the 
claimed subject matter from the particles of Tadauchi '093. Discovery of a new property or use 
of previously known composition, even if unobvious from the prior art, cannot impart 
patentability to clainfis to known composition, In re Spada, 15 USPQ2d 1655 (Court of Appeals, 
Federal Circuit 1990). 

Conclusion 

8. The prior art made of record and not reUed upon is considered pertinent to applicant's 
disclosure. The additionally cited prior art serves to fiirther establish the level of ordinary skill in 
the art at the time the invention was made. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Zimmerman whose telephone number is (571) 272-1547. 
The examiner can normally be reached on 8:30am-5:00pm, M-F. Supervisor Deborah Jones can ^ 
be reached on (571) 272-1535. The fax phone number for the organization where this 
apphcation or proceeding is assigned is 703-872-9306. 
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10. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published appUcations 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Jo in J. Zimmerman 
Pmmary Examiner 
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June 27, 2005 



